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Cuarter ONE
IniiaL PrOVISIONS AND DEFINITIONS

Section A: Initial Provisions
[TO BE COMPLETED]

Section B: General Definitions

wed i

i alf elements p

£

[Can: Crnesdr reserves it
discassion af them in wegotiay

QCLEON, ]

ArricLe 1.X: DEFINITIONS
For purposes of this Agreement, unless otherwise spe'ciﬁed:
days means calendar days;

However, in

i stipaiaies the

ear JM initi ]

intellectual property refers to all categories-of intéllectual property that are the subject of
Sections 1 through 7 of Part I of the Agreenient on Trade-Related Aspects of Intellectual
Property Rights.

HiPs; however.
? evud

[IVIX The defizition 0' “iselleciual pé'n"c’f‘nr” f'ey"r«' io the f;

mﬁes f;s[Ld in i

i tradeaicr
tued prog ”
Hanity.]

Councjl means;the ACTA Oversight Council established under Chapter Five; )

easure includes any law, regulation, procedure, requirement, or practice;
person:means either a natural person or a juridical person;

right holder includes a federation or an association having the legal standing and authority to
assert rights in intellectual property, and also includes a person that exclusively has any one
or more of the intellectual property rights encompassed in a given intellectual property;

territory means customs territory of a Party and all free trade zones of that Party;

TRIPS Agreement means the Agreement on Trade-Related Aspects of Intellectual Property
5 2,
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Rights, contained in Annex 1C to the WTO Agreement;’
WTO means the World Trade Organization; and
WTO Agreement means the Marrakesh Agreement Establishing the World Trade

Organization, done on April 15, 1994.

. CuarTER Two
LrcaL Fravework For ENFORCEMENT oF INTELLECTUAL PROPERTY RiGHTS

Section 1: Civil Enforcement

o auihovities”
ih the content

I

¢ the wfrragenent

The leg

Arricre 2.1: [US/J:Avawasiury o CviL PO
ExrorcryrnT]

1. Bach Party shall make available to right Holders [US/J: civil judicial] [Mex/NZ: or
administrative] procedures concerni 2 ‘the “enforce

proportionate and deterent.]

ARrTICLE 2.X: INJzUNcn,

OrrioN 1: In ¢iyil judicial proceedings concerning the enforcement of [Can/NZ: copyrigl
relsted tights ay demarks] [US/J: intellectual property rights], each Party shall provide
that its [US/AJs“judicial authorities] [NZ: competent authorities] shall have the authority to
issie"an order to a party to desist from an infringement, including an order to prevent
infringing goods from entering into the channels of commerce [US/Aus/Kor/Mor/NZ: and to
prevent their exportation]. 2

! For greater certainty, “TRIPS Agreement” includes any waiver in force between the Parties of any provision
of the TRIPS Agreement granted by WTO Members in accordance with the WTO Agreement.

*[ Kor: A Party may comply with its obligation relating to exportation of infringing goods through its provisions
concerning distribution or transfer.]
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Orrion 2: [EU: Each Party shall ensure that, where a judicial decision is taken finding an
infringement of an intellectual property right, the judicial authorities may issue against the
infringer an injunction aimed at prohibiting the continuation of the infringement. The Parties
shall also ensure that right holders are in a position to apply for an injunction against
intermediaries whose services are used by a third party to infringe an intellectual property
right.]

[NZ: Baes nat support the inclusion of iy provision. JUS Comment - which provision? Optign 1
or Option 22]

[CAN: Newsd fo ssdidvass ssatutory Bodiations]

ARTICLE 2.2: " DAMAGES ) s

1. Each Party shall provide that:

(a) in civil judicial proceedings,. [US/J its judicial :

competent '1uth'\1 ies)

property rights] to pay the righi Holder

@) damages adequate to comp: sate,for the [EU: actual] injury the right
holder has suffered as a ‘result'of the infringement?; or [EU: o]

2: he case of ight or related

2] [MX: i the case of IPR

.yemmts] prgﬁts of the infringer that are attributable to the

infringemeit, which“may be presumed to be the amount of damages referred

tom clause (1)[Aus/Smg/NZ/EU heh-may-be-prosumed-to-beth o
b use-(i}]; and

[US/Mor/Aus/Kor/S

G,
[EU: Belose (i} {as originally proposed?} and move {5} fnto pavagraph 2.2 I(hi-—Please clarifi}

For greater ¢ v, a Party may Hmit or exclude damages
g Y, Y ma) it

s, certiin spec

. (b)s, in delermining the amount of damages for [Can/Sing/NZ: copyright or related

o rights infringement][MX: IPR] infringement [US/J: of intellectual property
rights] [Can/Sing: and irademark rfeiting], its [US/J:;judicial][NZ:
competent] authorities [US/J: shall][Aus/Can/NZ:may] consider, inter alia,
[Can/NZ: any legitimate measure of value that may be submitted by the right
holder, including] [EU/Can/NZ: the lost profits], the value of the infringed
good or service, measured by the market price, [Can: or] the suggested retail
price [NZ: suggested retail price], or other legmmate measure of value
submitted by the right holder [Can/NZ: ther-1 £val

°[ US/Mor: In the case of patent infringement, damages adequate to compensate for the infringement shall not
be less than a reasonable royalty.] [Sing/Aus/EU/Can/NZ: Delete USMOR footnote]
4
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bmitted-by--the-right-hoelder], [EU: the profits of the infringer that are
attributable to the infringement)].

[MX: Please specify the way in which the amount of the damage, particularly the scope of
the “legitimate measure”’] {Editorial comment: Please clarify this statement}

23 At least with respect to works, phonograms, and performances protected by copyright
or related rights, and in cases of trademark counterfeiting, in civil judicial proceedings, [EU/
Can:  As an alternative 1o paragraph 1,] each Party [US/J shall][EU/Can/NZ: may]
establish or maintain a system that provides [Sing/NZ: for]: ’

(a) pre-established damages; or [Sing: a system that provides for]

(b) presumptlons for determining the amount of damages* suiﬁclent [US/Can o
coustitute a deterent o future infringements and] to‘compensate. [US: fully]
the right holder for the harm caused by the mfrmgement5 ; [Smg Such

tinte a det

the right holde for the hé\rm <

LIents
ement.]

[Aus/Mex/NZ: xlose paragragh 2.]

3. Each Party shall provide that the right héldersishall have the right to choose the
system in paragraph 2 as an alternative to the damages in-paragraph 1.

[US: will propose editoried changes af sficans “, s Kc*:‘esréffvme fan,
[Aus/Mex/NZ: Hefese ;u.sx(wm}iié 3]

[3. or with reasonable grounds knows,
engage i ties may order
ihe recovery of pro the payment dil"ld"c.:, wi nay be pre-established.]

4. Each Party shall“prévide that its judicial [NZ: competent] authorities, except in
exceptional circumstances, [EU: wnless equity does not allow this], shall have the authority to
order, at the conclusion of civil judicial proceedings [US/J : concerning copyright or related
rights infringement; patent mfrmgement {Can/NZ: pa?—e%ﬂ@?ﬁgemeﬁ%} or trademark

mfrmgemem] [EU: es sirborrekted ekt Pt
G Apement], that the prevaﬂmg party [US/J: shall][Can wl}aﬂ] be awarded
‘payment by, .the losing party of [NZ: appropriste ] court [{EU: reasonable asd

spdrtionate \EU/CAN/NZ: legat] costs or fees. Each Party [US/J:shall] [Mor: may] also
provrde that its [US/J: judicial] [NZ: competent] authorities, [US/Can/Mor/MX/NZ: except

* Such measures [ J: shall][US/Sing/Can/EU/NZ: may] include the presumption that the amount of damages is
(i) the quantity of the goods infringing the right holder’s intellectual property right and actually assigned to third
persons, multiplied by the amount of profit per unit of goods which would have been sold by the right holder if
there had not been the act of infringement or (ii) a reasonable royalty [EU: or (iii) a lump sum on the basis of
elements such as at least the amount of royalties or fees which would have been due if the infringer had

ion to use the i property right in question].

*[ US/Mor: No Party is required to apply paragraph 2 to actions for i.rlfringemem against a Party or a third party
acting with the authorization or consent of the Party.]
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in exceptional circumstances] [EU: unless equity does not allow this], [US/Can/Aus/Mor:
{US/Aus/Mor: at least }in proceedings concerning copyright or related rights mfrmgement
or willful trademark counterfeiting,] shall have the authority to order, [J/Can/Aus/NZ: in
appropriate cases][MX: in-appropriate-eases], that the prevailing party be awarded payment
by the losing party of [US/J: reasonable][NZ: appropriate] attorney’s fees®. [US/Aus/Mor:
Further, each Party shall provide that its judicial authorities, at least in exceptional
circumstances, shall have the authority to order, at the conclusion of civil judicial
proceedmgs concermng patem infringement, that the prevailing party shall be awarded

i : eys fees][Mor seastd ¢

s fevel of

2t - , ghvil
that—th HH tahall he g -dad

reasonable-attorneys-fees:

ArtiCLE 2.3:  OTHER REMEDIES

hat have<been found to be
y inteliectual
e right holder’s

1. [US: At least] [Can: At-least]with respect to goods
[US/Aus/Can/Sing/Kor/NZ: pirated or counterfeit
property right], each Party shall provide that in civil judicial | roceedmgs at

request, [J/Aus/EU/Can/MX/Kor/NZ: its justicial {NZ I have the
authority to order that] such goods shall be [NZ:if: er] [US/T:
destroyed], [EU/Can/NZ: recalied or definitiv the ch ;mne of commercs,]
except in exceptional circumstances, [Can: et Jwithout

compensation of any sort.

28 Each Party shall further provide thatiitsjudicial authorities shall have the authority to
order that materials and implements [J/Can/EU: the predominant use of 1 bas been]
[EU; {»het—hw—beeﬂ—wé] in the manufacture or creation
] [US/Aus/Can/Sing: pirated or counierfeit] goods
his or trademarks ] shall be, without compen; tlon of
t1v][Aus: prompy] [Can: without und &
to the m,ht hok dc*] es‘troyed] or, [US/EUMX/NZ: i ex A
[Aus: fa-exe ses;] disposed of outside the channels of commerce in such a
manner as fo 1 minimizé;the tisks of further infringements.

of [J/MX/EU:

[SinglCan: g’sz{gxwﬂ‘ clavification of “mensfactare” velative 1o Screation” in the context of this
provision, |

o

3.4 In'regard to counterfeit trademarked goods, the simple removal of the trademark
unlawfully affixed shall not be sufficient [J/Aus/Can/MX:, other thas in exceptional cases,]
to permit the release of goods into the channels of commerce.

[NZ: Delete paragraph 3.]

[4.  EU: The {NZ: Each Party shall further provide that its} [EU/NZ: judicial authorities
shall {NZ: have the authority to}EU/NZ: order that those measures be carried out at the

°[ Kor: For greater certainty, the term “reasonable attorney’s fees” is not intended to require a higher amount
than the amount of “appropriate attorney’s fees” under the TRIPS Article 45.2.]
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expense of the infringer, unless particular reasons are invoked for not doing s0.]
[5. {EU/Can : In ordering those measures, the judicial authorities} {NZ: Each Party shall
further provide that its judicial authority in ordering these measures} EU/Can/NZ.: shall take

into account the need for proportionality between the seriousness of the infringement and the
remedies ordered as well as the interest of third parties.]

ARTICLE 2.4:  INFORMATION RELATED TO INFRINGEMENT

< other statutory prov
protection uonﬁden!piyrv of n sources or the pros
Party shall provide that in civil judicial proceedmgs concemmg the enforcement:of [US/J
intellectual property rights][Can: copyright hts and trademarksty. i
authorities shall have the authority upon a JuStlf ied request of the.right holder to’ order the
infringer to provide, [US/J: for the purpose of collectmg evxdence] [E “
eoliecting-evidense][Mor: within ¢ wasrk of
[Can: relevant] mformatlon [EU on on the or
infringing goo comuercial seale] [J! in the formag prm b dpnllcchle
laws ] that the infringer possesses or ccntrols [J/Can/EU/MX: wher
appropriate,] to the right holder or to the judicial authorities, Such information may include
information regarding any person or persons involved:in any aspect of the infringement and
regarding the means of production or distribution, channel of such goods or services,
including the identification of third persons inyélved in‘the production and dlstnbutlon of the
mfnngmg goods or services or in their chan of distribution. [Can: For greate this
with common law or statutory

[Aus/NZ: Sicpporss defesion of this A
[MX: ¥ shandd be consid Ravé:Fexibility concersing administrative reswdies, as
o Arricle J$9 bis 1]

ARTICLE 2.5: PRowsmﬁAL Mruasures

r{" &hrl pr\)wd: that its al authorities shall have the authority, &
ant, o issue an in y i on intended o

nst an int

al property righ
, even Before the

Ormionl [1.  US/EU/Sing: Each Party shall provide that its judicial authorities shall act
expedmously on requests for provisional measures maudzta altera parte] [Smg and-shall
k b 1thin + 1t 1
et ten-days pt ases-.|
[US/EU: , and shall endeavor to make a decision on such requests {US: w1thm ten days}
{EU: without delay} {MX: within twenty days}, except in exceptional cases.]
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Orrion 2 [1.  J: Each Party shall ensure that, where proceedings for provisional measures
are conducted inaudita altera parte, the {J: judicial}{MX: competent} authorities shall
expeditiously make a decision on the request for provisional measures.]

Orrion 3 [1.  Can/Aus/Kor/NZ: Each Party’s authorities shall act on requests for
{Can/Aus: relief} {Kor/NZ: provisional measures} inaudita altera parte {Can: without
undue delay} {Kor/Aus/NZ: expeditiously} in accordance with the Party’s judicial rules.]

2. [US/J/NZ/MX: In civil {US/J: judicial} {NZ: or adnsinistrative} proceedings {MX:
or administrative remedios} concemmg copyrlght or related rights infringement and
trademark counterfen‘,mg(NZ mt* 2eme ] [EU In-eivil-judisial :
It lated—siehts i
ated—ids
prowde that its judicial authorities shall have the authority to order [Can/NZ iy appropriate
cases,] the seizure or other taking into custody of suspected infringing goods, matenals and
1mplemems relevant to the act of infringement [US/Aus/Can/NZ: and, at !
d\)g.umeptc. evidence relevant to the infringement |[Sing 4

ed to accomphbn

@il st andd preser

3. Each Party shall provide that its [US/J;judicial} competent] authorities have the
authority to require the plaintiff, with respect 16 provisional measures, to provide any
reasonably available evidence in order to satisfy. themselves with a sufficient degree of
certainty that the plaintiff’s right is being'infringed or that such infringement is imminent,
and to order the plaintiff to provide a reasonable securlty or equivalent assurance set at a level
sufficient to protect the defendarit [EU/Can

suffered when the measurg:is revoked of tapses & 1
J: and so as not to unreason: bly detet reoourse to such procedures] [Can: & -3

nal measures referred to in

of the
ta be

a peﬂod Bot

he provi
2ase 10 hd\’h

edm@ leading to s
; either within a
reasonable penod to be determmed by the judicial authority if the laws of a Party so permit or
within a period not exceeding 20 working days or 31 calendar days.}]

[NZ: Delete this paragraph.]
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Section 2: Border Measures

Border Measures’[Japan: °] [Aus/NZ: ?]

OrrroN 1 [ArTicLe 2.x: EU: Scope oF THE BORDER MEASURES

s out the conditio
t Uca(u. ]

© purps

riﬂhr" means goods inf

3. Where a
nature within the limits

ods or
lowance

th 10 W
way consider such

[JP: 1. Whe
quantities of
Party shail e
the nainimum all

’ Whetea Party has dismantled substantially all controls over movement of goods across its border with another
Party withwhich it forms part of a customs union, it shall not be required to apply the provisions of this Section
4t that border:

K[Jl;. BachParty shall implement the obligations in respect of importation and exportation set out in this Section
50 as to.be applied to shipments of goods consigned to {a local party/a party in the territory} but destined for
outside the territory of the Party].

[* Aus/NZ/Sing: No Party shall be obliged to apply this section to any goods that do not infringe an inteltectual

property right held within the territory of that Party].

° [EU: The provisions of this section shall also apply to confusingly similar trademark goods, which means any
goods, including packaging, bearing without authorization a sign that is similar to the trademark validly
registered in respect of such or similar goods where it exists a likelihood of confusion on the part of the public
between the sign and the trademark.]
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Orrion 3 [Can/NZ/US: Where a traveler’s personal baggage contains goods of a non-
commercial nature in quantities reasonably attributable to the personal use of the traveler and
there are no material indications to suggest the goods are part of commercial traffic, each
Party may consider that such goods are outside the scope of this section.]

ARTICLE 2.6: APPLICATION BY RIGHT HOLDER

1. Each Party shall provide [US/J procedures][Mor: measures] for import,
[Aus/Can/Sing/NZ: z: E 5 xport | [US/NZ/Mur and in- transxt“]
[Mor/Smg/Kor m %m T pped®] [} shipments,[EU: for
PO tra hi /by which nght holders may request the competent
authorities to suspend release ! [CH: | : 4
goods or confusmgly similar trademark goods [Can/Aus/Kor/Mor/Smg @
s 5], and suspected pirated copyright goods"™ [EU/MX.

perty rig n/«[Smg—(ﬁsuspeeted-m&mgmggeeds)i}mto free

of infringing mmt\, ectual pro

circulation.

" For the purpose of this Section,’ ‘yhete the competent authorities suspend the release of suspected counterfeit
[J:or confusmgly surular] 1 dema.rk or plmted copyright goods, the authorities shall not permn the goods to be

2 For; Purposgs of T.hlS Section, counterfeit trademark goods means any goods, including packaging, bearing
without amhonmuon a trademark that is identical to the trademark validly registered in respect of such goods,
or that,cannot be distinguished in its essential aspects from such a trademark, and that thereby infringes the
rights of:the owner of the trademark in question under the law of the country in which the procedures set out in
this Section are invoked. [Can: It is to be understood that there shall be no obligation to apply such procedures
to imports of goods put on the market in another country by or with the consent of the right holder.]

'3 For purposes of this Section, pirated copyright goods means any goods that are copies made without the
consent of the right holder or person duly authorized by the right holder in the country of production and that are
made directly or indirectly from an article where the making of that copy would have constituted an
infringement of a copyright or a related right under the law of the country in which the procedures set out in this
Section are invoked.
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[NZ comment: Referral to suspending the release of goods ‘“into free circulation” would not
make sense if the provision was to provide an option to cover in-transit shipments (or

exports).]

2. The competent authorities shall require [US/J: a right holder ][MX: an applicant]
requesting [US/J:the] [MX: the] procedures described in paragraph 1 to provide adequate
t] evidence to satisfy themselves that, under the laws of [USA: that
country wv] [Aus, Can, NZ, Sing s
there is prima facie an infringement of the right holder's mtellectual property right and to
supply sufficient information that may reasonably be expected to be within the right ki ‘lder s i
know]edge to make the suspected infringing goods reasonably recogmzable by tbs .

provide sufﬂment mformanon shall not {Aus/Can: wc

to the procedures descrnbed in paragraph 1.] [Smg/Mor e :

suf«ﬁu,' shath-net-tAus-&Cans o} bly-dete Yarss-1o-4h
foseribad 11 :

P ™ = > i & ¥ S

3. Each Party shall prov1de [US/J :that the application to uspend the re[ease of goods
shall {JP: un it huslder

to and exit from){Mur ot party of
[Aus/Can/NZ for:

3 i
mu‘»] for a penod of not less than one year from the date of apphcatlon [NZ
vider]or, thé penod that the relevant article is

[US/J: country taking][Aus/Can/NZ/Sing:
under thxs Sectlon whlchever ishortet. [Smg

[Can/NZ Parties may de that an ap plication may be spended o
voided for cause, pamcularly where it is established that an applicant has ‘accumulated
substantial unpaid storage or, destruction costs owing for a significant period of time, or
where the applicant has abused the process by, for example, knowingly provided false or
misleading information in the application or in connection with the enforcement of border
measures.]

' Definition of ‘country’
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[Sing: Each Party shall provide for either one of the following: (i) apphcatlons to suspend the
release of suspected infringing goods that apply to all customs offices in its territory and
remain applicable to multiple shipments for a period of not less than one year from the date
of application, or the period that the relevant article is protected by copyright or the relevant
trademark registration is valid under the laws of the party providing border measures under
this Section, whichever is shorter: ; or

(ii) applications to suspend the release of particular specified shipments of suspected
infringing goods that remain applicable for a period of not less than 60 days from the date of
application, or the period that the relevant article is protected by copyright or the'relevant:
trademark registration is valid under the laws of the party providing border megasures nder
this Section, whichever is shorter.]

ot adid words “procedurss/meiures” i0 be re ced; “

[Aus/NZ/Can/Smg/EU 3. 3 ¢ he competent
auth ues provided for under this
Section. Yach Party may mﬂmu#ﬁs competent a 4 to request right holders to
supply any mnformaiion.] .

(Aus/CanﬂVZ ini

Lectlvrd ixun

draliv, {lanadss and
by differeat
vaire flexibil

Gupilicats artic
plaand can support tes
i bl together. ]

i and
ielFR.8, by

EXAD

4. that the] competent
authorities shall[US/J; info; wii 1¢] the applicant within a
reasonable period whether they have accepted the application. Where the competent
authontles have accepted the apphcatlon [US/ they shall also make known to the appllcant
AP fea 1o s34

) : The competent authorities shall also make
the’ a,ppllcauon pubhc whlle protectmg any mformatmn m the apphcatlon that is conﬁdentlal]
[Canall £ 5 )vk_vl ;&|: 2 I«l' bl

dofvalidity

[Aus/EU: 4. The right-holder shall not be charged a fee to cover the administration
costs occasioned by the processing of the application.]

5. Each Party may also provide procedures [US/J/Sing: for import, {Sing: and} export
{U.S.:, and in-transit} {Sing: ;and-in-transit} shipments] [EU: for-impost;-expert;-and-in-
12
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transit-shipment |by which right holders may request the competent authorities to suspend
release of goods suspected of infringing other intellectual property rights.
[MX/Can/NZ: Delete paragraph, already covered.]

Arricte 2.7: Ex-Orricio AcTiON

1. Each Party [NZ: may] [US/J: shall] provide that its customs authorities may act upon
their own initiative, to suspend the release of [US/J: suspected {Sing: infrinying + counterfeit
{US/J: or confusingly similar} {Can/Aus/Kor/Mor/Sing:-s+cesfusing-similar} trademark ...
goods or suspected pirated copyright goods J[MX:{P# infring ] with respectto: .
imported, [US/J: exported] [Can: experted] [US: , or in-transit][Sing: —or-n-trangit] igoods
including [US/J: suspected [Sing: 1 counterfmt {US/J: or confusingly, similar}
[Can/Aus/Kor/Mor/Sing:-or-confusia i) lax] trademark goods or suspectéd pirated
copyright goods] [MX: admitted to, withdrawnifromi or located in free
trade zones [EU: goads suspected of infringing an intellzctual prog aht]: {JP/Aus/Can/
NZ/Sing: Each Party [US: shall] [Aus/Can/Smg/NZ may] [JP: shall endeavor to] provide its
customs authorities the same authority as the foregoing provtston of thi§:Article in respect of
[Aus/Can/Sing/NZ: ¢xported and] in-transit [Aus:, Custor =] goods
that are [US/J: suspected counterfeit {JP/NZ: or conﬁmmg
{Can/Aus/Kor/Mor/Sing:-confusing-similart] tr
copyright goods.] [MX F&

suspected pirated

2. Each Party may also provide that it§ Ciistortis-authorities may act, upon their own
initiative, to suspend the release of goods suspected of infringing other intellectual property

[Can: Dalete provision]

ArTicLE 2.8: Provision oF INFORMATION FROM RiguT HOLDER
[EU: ddove thiz aptigle 2.6 (Application by rights holders)]

[US/3: Witli-respect to'the procedures described in Articles 2.6 and 2.7, each]
[Aus/Cau/Smg, NZ: 1] Party shall [Aus/Can/NZ/Sing: have in place provedures
[US/J: adopt or maintain a procedure to allow] right holders to supply the
Gompetent atithorities [Aus/ Can/Sing/NZ: w} i :t][US/T: sufficient
inférmation] to assist them in taking border measures provnded for under this Section. Each
Party fndy authorize the competent authorities to request right holders to supply any such
information.

[MX: Customs as per Article 11, subparagraph LXII of the Internal Regulations of SAT, is
authorized to receive and request to parties to provide pediments, declarations, notices, data,
documents, catalogues and other elements that allow the identification of goods.]

ARTICLE 2.9 SECURITY OR EQUIVALENT ASSURANCE
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Each Party shall provide that its competent authorities shall have the authority to
require a right holder requesting procedures described under Article 2.6 to provide a
reasonable security or equivalent assurance sufficient to protect the defendant and the
competent authorities and to prevent abuse. Each Party shall provide that such security or
equivalent assurance shall not unreasonably deter recourse to these procedures. Each Party
may provide that such security may be in the form of a bond conditioned to hold the
defendant harmless from any loss or damage resulting from any suspension of the release of
the goods in the event the competent authorities determine that the good [US/J/
Can/AusIKur/Mor/Smg is not a counterfeit {US/J:or confusingly similar} {Can/Aus/Kor/
‘Hm}af + trademark good or a pirated copyright good] [EU: }
fits covered by this seetion]. [US/J:No Pany may][Aus/
] [Sing/NZ: by pussuasiy fo
tudicial order may 2 Pariy] permit a defendant to posta bond or other security. to‘obtain
possession of suspected counterfeit {US/J: or confusingly similar} [€an/Aus/KR/Mor/Sing:
orconfusingly-similar] trademark goods or suspected pirated copyright goods: )

[Singi Ploase lgrify how ihis articie 15 10 be reocd with Aricle 2.13]

‘ArTicie 2, 107 DETERMINATION AS TO INFRINGEMENT

Each Party shall provide a procedure by which competent authorities [Aus/Sing/NZ:
may] [US/J:will] determine, whether upon request or on their own initiative within a
reasonable period of time after the initiation of the procedures described under Article 2.6 or
2.7, whether the suspected infringing goods infringe an intellectual property right. [AUS/NZ/
Can: ]
15 [Aus/NZ/Can: It is understood that this chapter does not create any obligation to put in place a judicial
system for the enforcement of intellectual property rights distinct from that for the enforcement of law in
general, nor does it affect the capacity of Parties to enforce their law in general. Nothing in this chapter creates .

14
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[Aus/Can: Clarification is required from Japan & the US to ensure determination is not
mandatory, i.e. “whether” cannot compel a decision in Australia’s or Canada's Judicial

system.]

[Kor: Include “competent authorities” in the definitions section to clarify that competent
authorities includes judicial authorities. ]

e 14,
sirils Hove

IMX: Crsi i

confributes on combading o with Adtorney s Generad

ArticLE 2.11: REMEDIES

1 Each Party shall [Aus/Can/Sing/NZ: hiv
ent autho ] provide that goods [Aus/Smg/Can in
that have been [US/T: forfeited {NZ: io the
infeinging] [Aus/Sing/Can: found to nfiing *
determination under Article 2.10 shall be destroyed except in, exceptlonal circumstances.

2. Bach Party shall authorize its competent authorities to.impose penalties
[Aus/Can/Sing, NZ: or pros 5] in connection with the importation [US/J: and
exportation] [Can/Sing/NZ: asd—e*p&e&#&sa] of goods followmg a determmatlon under
Article 2.10 that the goods are mfrmgmg © [Sing: Eac

risived resmedie
ipypiores. ]

rial
as a e
7 Ariicle 39,

opyrighis or mw/
AJ(U coms

saptert quih
af !)'°(' enfry and exit of ¢
i which they ave ransported ]

3. [US/J No] [Aus/Smg/Can Sabi %t too

goods [Aus/Sing/Can: in dhy ? nge copyrig ¢h
or trademark following a determination under Artxcle 2 10] to be released into [Aus: channels
of commerce] [US/J: free circulation], [Aus/Sing/Can: or] exported, [US/J: or subject to

other customs procedures] [Can: of-subject-to-oth dures] except in
3 P! il P

rights and the enforcement of law in general.]
16 Negotiator’s Note: Subject to negotiation of general provision on deterent penalties.
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exceptional circumstances. In regard to counterfeit trademark goods, the simple removal of
the trademark unlawfully affixed shall not be sufficient, [Aus/Can/EU/Kor/NZ/Sing/JP:
other than in exceptional {Aus/Sing/Can/MX/Mor: circumstances} {EU/NZ/JP/Kor:
cases}] to permit the release of the goods into the channels of commerce.

Awricie 2.12: Frgs [CAN/AuS: DELETE THIS ARTICLE.]

1. Each Party shall provide that any [US/J: application fee] [EU: applisation-fos], [US/
J: merchandise] [Can: merchandise] storage fee, or destruction fee to be assessed [Aus/Can/
Sing/NZ: by compatent & ]in connection with procedures described in this Sechon
shall not be [Aus/Can/Smg/NZ +0] [US/J: allocated in a manner or set at an amount
that unreasonably burdens right holders or][Can Hacated
th bly-burdens-right-holde ] unreasonably deter recourse to the

hould he as. FECOVery bm’i.s.

sinistration (S41 g

cuiars Jor 7
witiaier and'

¢ ditegal g

2. Each Party shall provide that if the compétent atithorities have made a determination

under Article 2.10 that the suspected infringing” ggods infringe [US/J: an intellectual property

right][Aus, Can/Sing/NZ: i teadpuind s made
3 biz] the right holder [U /J:"shall not be liable for payment of any storage or

bective of the
v the

Rt for pa )z/l;(cz foe

ARTicLE 2.13: DISCLOSURE OF INFORMATION

Where the competent authorities have [Sing: e & d tion under Artich

that the suspected infringing goods infringe an intellectual property right, the Party shall grant

its competent authorities the authority to inform the right holder of the names and addresses

of the consignor, the importer and the consignee and of the quantity of the goods in question. ]

[US/J: confiscated][MX: seized] [Aus/NZ/Can: detained or seized] infringing goods, [Aus/

NZ/Can/Mor- and in accordance with their domestic laws pertaining to] [Can/NZ/Mor: the

privacy of information,] [Aus: the protection of personal information, ] the competent

authority shall have the authority to inform the right holder [MX: and his licensee] within 30
16
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[Mex: 45] days'” of [US/J: confiscation][Aus/NZ/Can: such detention or seizure], or at an
earlier time, the names and addresses of the consignor, importer, exporter, or consignee, and
provide to the right holder a description of the goods, [Sing: and] the quantity of the goods
[Sing: in accordance with its domestic laws pertaining to the privacy or confidentiality or
information. The competent authority may, in addition, provide the name and addresses of
exporter] and if known, the country of origin and name and addresses of producers of the
goods.

a:’; nf*?,rm 1‘h

2 ut;‘

suggested io review the so ;;;c 7 mr.'u & / 3in cf)mmm:me Wil Aexico's”

Federal Lavw on Travspareny: Grawsiion sine

shrowugh this provision, informeti wde personal dete,
! information within the Tox ddvinis cle 69 of the I

oderad Code]

[Can/NZ/Sing/EU: 4 i i Upmpsient Autho

fder
toare not

3 e -
shall prov1de mformatlon necessary for the ldentlﬂcatlon of the goods concerned by the
customs authority of the requested party.]

[JP: Including “in accordance with national legislations and relevant international
agreements/arrangements”’]

'7 For purposes of this Article, “days” shall mean “business days.”
17
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[US: This article may be more appropriate in the International Cooperation Section or
[Enforcement Practices Section]

[MX: This provision is more suitable in International Cooperation. ]
Section 3: Criminal Enforcement
[Can: Reserves the right to provide substantive comments on Option EU proposed for this

chapter when the text is next discussed]

ArticLe 2.14:  CriMNAL OFFENSES

1. Each Party shall provide for criminal procedures and penalties to be applied it
cases of willful trademark counterfeiting [J/NZ: , {NZ: and} tradernark infrioggment
by confusingly similar trademark goods] or copyright or related rights piracy; o

commercial scale.” Willful copyright or related rights piracy ona commergial scale
includes:j : . ’

Cases
smunercial

demork goody " i
1, 4 avd 3 showld be incorporaiad

i B ‘General

0 (o) (B),
g varte fincncicl

ain
¢

'8 Each Party;shall tréit willful iﬁlponation or exportation of counterfeit trademark goods [J:, confusing
S k) of [USA: pirated copyright goods] [Aus: pisated-eopyeight]| I, inaccordancs
laws 5.} as unlawful activities subject to criminal penalties under this Article. A Party may

figation relating to exportation of pirated copyright goods through its measures concerning

s s aind regulation

goods.]

~ Insert phrase “on a commercial scale” after “Each Party shall treat willful importation” .
Delete “or exportation”.

Delete Option US /J sentence beginning with: “A Party may comply... "]
[NZ: Delete “exportation”]

Negotiator’s Note: Definitions of “counterfeit trademark goods” and “pirated copyright goods” provided for in
footnotes 12 and 13 of Section 2 (Border Measures) should be used as context for this Section.
18
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ennrefaamote 2]
[MX: Delete “confusingly similar trademark goods”; define “commercial scale” within the text]
(a)  significant willful copyright or related rights infringements that have no direct

or indirect motivation of financial gain; and

/YWX T he concepr ﬁnancml gam :hould include “financial loss”, i.e., money which right holders

(b) willful copyright or related rights infringements for purposes of comrpercial: ;
advantage or[US/J private] [Aus/NZ: private] financial gain:'”

2. \ i
OrrioN 1 .

{I/MX
g ton and domest
scale of lak
ential aspects f

cannot be
respect of
{MX: oF
i‘l'un’lcd 0

vench trademark is registered {
services{ MX. ergoods-or

1 within

Artieh

andd inark wh

proposed fo include imports. ]

io such @ frademark”

21t ’f,«:rzaw aﬁ w*))

willfulness... ”, “no direct z;r indirect
“private financial gain”, among others.]

OrrION 2

¥ For purposes of this [Agreement], financial gain includes the receipt or expectation of receipt of anything of
value.
19
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[EU: 1b. TRAFFICKING/IMPORTATION AND DOMESTIC USE IN THE COURSE OF
TRADE OF/ IN COUNTERFEIT/ ILLICIT LABELS

Each Party shall provide for criminal procedures and penalties to be applied in cases of
wilful importation and domestic use in the course of trade on a commercial scale of labels,

(i) towhich a mark has been applied [CAN: without consent of the right holder], which is
identical to or cannot be distinguished from a trademark registered in its territory, and

3] which are identical.to,

Opsion US]

3. Each Party shall provide for criminal procedures and penalties to be applied [J.
accordance with its laws and regulations,] against any person who, without authorization of
the holder of copyright or related rights in a motion picture or other audiovisual work,

* For purposes of this Section, the term illicit label shall mean a genuine certificate, licensing document,
registration card, or similar labeling component that is used by the right holder to verify that an item described
in subparagraph (a) is not counterfeit or infringing of any copyright, and that is, without the authorization of the
copyright owner, distributed or intended for distribution not in ion with the copy, p d, or work
of visual art to which such labeling component was intended to be affixed by the respective right holder.

20
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knowingly [US: uses an audiovisual recording device to transmit or make] [J: makes] a copy
of [J:, or transmits to the public] the‘motion picture or other audiovisual work, or any part
thereof, from a performance of the motion picture or other audiovisual work in a motion
picture exhibition facility open to the public.

[AUS, CH, NZ: This Article should be deleted.]
[MX: The term “knowingly” should be deleted, and the term “transmit” should be clarified.
- Itis sufficient to sanction the fact that a person copies a motion picture or any other
audiovisual work without authorization of the holder with financial gain notwithstanding
7 by

P oF Feprod
! gain F

v IRCIERE

]

{ ¥igs
waler exinin

ion] g

ARrTICLE 2.15;  CRIMINAL L1ABILITY AND PENALTIES %%, :
Further to Article 2.14.1, each Party shall pggvi&s pénd{ies [Can: available] that include
sentences of imprisonment as well asimonetary fings sufficiently high to provide a deterent to
future acts of infringement, consistent.with a:policy of removing the monetary incentive of
the infringer.”* *

ions of this section
d toin Article 1

204 [Option US: Negotiator’s Note: Consistent with Article 2.15 , a provision will be included in the
Enforcement Practices Section of this Agreement providing that each Party shall encourage its competent
authorities to impose penalties at levels sufficient to provide a deterent to future infringements, including
imposition of actual terms of imprisonment.] fAUS, CAN: This Negotiator's Note should be deleted.]
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2c. PENALTIES AND SANCTIONS

(i) For the offences referred to in Article 1, each Party shall provide for effective,

proportionate and dissuasive penalties. The available penalties shall include imprisonment

and monetary fines. (1)

(1) Negotiator’s note: This does not imply an obligation for a Party to provide for the courts
a possibility to impose both penalties in parallel.

held Hiat de for effective,

suasi

{ty Forlegal p

proportionate and

Orrion 1 [US/J: Arricie 2.16: SEIZURE, FORFEITURE, AND DESTRUCTION g b

Further to Article 2.14.1, each Party shall provide:

(@)  thatits [US/J: judicial authorities][MX: competent authorifigs] shall haye the
authority to order the seizure of suspected counterfeit trademark goods [J/NZ:, cenfy ;
sirnilar frademark goods] or pirated copyright goods, any related:materials‘and implements
used in the commission of the alleged offense, any documentary:evidence relevant to the
alleged offense, and [AUS: at feast for sericus s} any |, ] assets derived from or
obtained, directly or indirectly, through the infringing activity?, Bach Party shall provide that
such orders need not individually identify the items that are subject to seizure, so long as they
fall within specified categories in the relevant ordef., /

provide B
1 pecessary 5 alloy

Jude “compitent quthc

a1 stage for pueposes of

o) - |

authority to order the forfeiture [NZ: to the State] of the assets derived from or obtained,
directly of indirectly, through the infringing activity®, and

$ Each Party may provide that its judicial authorities have the authority to order [CAN: fines or] the seizure of
assets the value of which corresponds to that of such assets derived from or obtained, directly or indirectly,
through the infringing activity.

¢ Each Party may provide that its judicial authorities have the authority to order the forfeiture of assets the value
of which corresponds to that of such assets derived from or obtained, directly or indirectly, through the
infringing activity.
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(c) that its judicial or other competent authorities shall [J/AUS/NZ/CH/CAN: have the
authority to] [US: , except in exceptional cases,] order:

@) the forfeiture [NZ: to the right holder] and [NZ: and or] destruction of
all counterfeit trademark goods [J/NZ:, confusingly similar trademark
goods] or pirated copyright goods [US:, and any articles consisting of a
counterfeit mark]; and

(i) the forfeiture [NZ: to the right holder or] [J/AUS: and]
[US/KOR/CH/CAN: ot] destruction of materials and impl
have been [CAN: predomirantly] used in the creation of cou

trademark goods [J/NZ:, <

5] or
the necd

jos ordere
taken into aceount.]

.26 para. (o) does 1g

[CAN, NZ, KOR: iieie € Dution J

Each Party shall further providé that [NZ: any] forfeiture [US/J: and] [NZ: or] destruction
under this paragraph shall (éégur without compensation of any kind to the defendant.]

Ortion 2 {EU :
DESTRUETIO

of suspected counterfe
implen

Sion of ¢
any assets derived fi
(ii) Each Party shall, if a prerequisite for such an order, according to its national law, is the
identification of the items, ensure that the order need not determine the items that are subject
to seizure in more detail than necessary to allow their identification for the purpose of the

seizure.
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3b. FORFEITURE/CONFISCATION and 3¢c. DESTRUCTION

(i) For the offences referred to in Article 1, each Party shall provide that its competent

authorities shall have the authority to order conﬁscatxon/forfexture and/or destruction of all

counterfeit trademark goods or pirated copyright goods, of materials and implements
[predominantly] (Z) used in the creation of counterfeit trademark goods or pirated

copyright goods, of the assets derived from, or obtained directly or indirectly, through the

infringing activity.
(1) The position of the Member States of EU on the inclusion/deletion in the text of this word

75 stifl nder exc os.

its judicial
s the value of whi
ndirectly through the inf

from or obtained directly
Articte 2.17: Ex Orricio CRIMINAL ENFORCEMENT
Each Party shall provide that its [J/CH/MX{NZ competent} authontles may act upon

their own initiative to initiate [J: investigation [AUS) 4 ', Vs WY OF ] ¢ n][
ion] with respect to the

pr oteﬂﬁ A ante md 1

Section 4: Special Measures Related to Technological Enforcement Means and the
Internet

[US/AUS : Armicte [2.17] {MX: 2.18}: ENFORCEMENT PROCEDURES IN THE DiGITaL
i ENVIRONMENT

[CAN: Expressed concern with disparity between section title and scope of content of
24
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section]
[J: The title should be decided after the completion of the substantive discussion.]

1. Each Party shall ensure that enforcement procedures, to the extent set forth in the civil
and criminal enforcement sections of this Agreement, are available under its law so as to
permit effective action against an act of [US: trademark {AUS: infringement }, copyright or
related rights][J/EU: intellsctual property ts] infringement which takes place [US: by
means of the Internet][EU: environment] , including [US: expeditious remédies]
[MX: measures] to prevent [US/EU: infringement and remedies which constitute a detérent
{EU:* }to further infringement][MX: or ngooents.] [EU: Those

shall also be fair

2. W